REMARKS 

After entry of this amendment, claims 1-13 and 25-38 will be pending for the 
Exannner'sreview and consideration. Claims 14-24 were previously withdrawal trom 
consideration as being dirked to a non-elected species until such time as a 
held allowable. The Office Action dated April 25, 2004 has been carefully considered. The 
Applicant would first like to thank me Exanuner for the allowance of claims 9-1 3, 25-28 and 
36 Claimsl,29,37 > and38hav e b ee namended.Nonewmatt e rh aS be C nadded. 

Reconsideration and allowance of the present application in view of the above amendments 
and the following remarks is respectfully requested. 

In the Office Action dated April 25, 2004, the Examiner: 

• rejected claims 1, 3, and 37 under 35 U.S.C. §102(b) as being anticipated by 
International Publication WO 99/39757 to Boyce et al. ("Boyce"); 

. rejected claims 2-8, 29-35, and 38 under 35 U.S.C §103(a) as being 

unpatentable over Boyce in vaew of United States Patent No. 6,090,998 to 
Grooms et al- ("Grooms"); and 

• allowed claims 9-13, 25-28 and 26. 

Tnriepende"* riitirn 1 

^dependent claim 1 ha, been rejected under 35 U.S.C- § 102(b) as being anticipated 
by Boyce . independent claim 1, as amended, recites, inur alia, a bone sheet for 
IpiaLon, the sheet having a top surftcc. a bottom surfcee and a pinraiity o, S tde surfco* 

^ e«eL from die top surface to rhe bottom surface. ., is respectfclly subbed, Ota, 
Boyce does no, disclose, teach, or suggest a bone sheet having an « least pamaUy 
IlLralized ueld substantially surrounding a, icast one nuneraW regton, a. 
.east onernhwalizedregion extends fiom the top surface*, thebonom surface Rather, 
rTvce discioses a bone-derived sheet M having a M1 y o, parually der— ed 
Wacefully encircUngor encapsulating anondernineralizedorparHaUy de— ed core 
^ TO erc is absolu** no disclosure, teaching, or suggestion ofabone sheet „ - 
Las, parfahy demineraUscd fieid subs«nually surrounding a, leas, one — • 
"In «he at lea* one n—ed re^on extend, *» the »p surface ,o the bo«om 
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surface. Therefore, it is respectfully submitted that the cited prior an does not disc.ose, teach, 
or suggest * of the limitations of independent claim 1 . Thus, it is respect*!* submitted that 
dependent claun 1 is allowable over the cited prior art Withdrawal of this reject and 
aHowance of independent claim lis therefore respectfully requested. 

Claims 2-8 all ultimately depend from independent claim 1 , and thus, « is respectfully 
submitted that these claims are equally allowable. Withdrawal of these rejections and 
allowance of claims 2-8 is therefore respectfully requested. 

Independent Claim 29 

independent claim 29 has been rejected under U.S.C. 5103 (a) as being unpayable 
overBoyce in view of Grooms. Independent **. 29, as mended, recites, 

surfaces, the sheet further comprising a flexible and a, least partial* denized field 
exuding tan the top surface to the bottom surface; at least one mineralized reg,on 
extending from the top surface to the bottom surface, the a. leas, one minted reg.on 

hole configured and dimensioned to receive a, .east one teener, k is respectfully ^bmttted, 

^face, the sheet toner comprising a flexible and - least partially denized field 

beins substantially surrounded by the a. least partially demtnerahzed field. Rather as 
ILslv stated, Boyce drsdoses a bone-derived sheet 21 having a My or partly 

- 22- T*» ^ — no disclosure, teaching, «-^on of abone 
X <o L bottom surface and a, leas, one mineralized region extending ton *e top 

surrounded by the at least partially dernineralizcd field. 

P^crmore.itisresp^llysubmittedtoOroomsdoesnotrechfyme 

ofBovce More specifically Grooms also does no. teach, disclose, or suggest a 

2 a ^ e— ed field extending from the top surface to the bottom surfcee 
Z I .- one milled region extending ftom the top surface to me bottom surface, the 
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at least one mineralized region being substantially surrounded by the at least partially 
demineralized field. Rather, Grooms discloses an implant having at least one rigid, 
nuneralized bone segment which is adjacent to and which transitions into a flexible, 

demineralized section. 

Therefore, it is respectfully submitted that neither Boyce or Grooms, either alone or m 
combination, discloses, teaches, or suggests all of the limitations of independent claim 29. 
Thus it is respectfully submitted that independent claim 29 is allowable over the crfed pnor 
art. Withdrawal of this rejection and allowance of independent claim 29 is therefore 

respectfully requested. 

Claims 30-3 5 all ultimately depend from independent claim 29, and thus, ,t is 
respectfully submitted that these claims are equally allowable. Withdrawal of these 
rejections and allowance of claims 30-35 is therefore respectfully requested. 

T»»/^p<mHftnt Claim 37 

Independent claim 37 has been r=jec,ed under 35 US.C. 6 102(b) as being anticipated 
byBoyce. Independent claim 37, as amended, recites, inter alia, a bone sheet for 
llplantation, dteshecthaving a top surface, abottom surface and a plurality of s,d. surfaces, 
the bone sheet further comprising - . leas, demoralized fieid and a, .ess, one 

mineralised region having a mineralized top surface, a mineralized bottom surface, and at 
,east one side surface; therein the at least one mineralized region extends from the top 
surface «o the bottom surface and is substantially surrounded by the a, leas, partly 
demineraHzed field along the W one side surface. 1. is respect** submit, ma, Boyce 
does no. disclose, teach, or sugges. a bone sheet havingaiop surface and abottom surface, 

,eas, on. side surface; wherein tie a. least one mineralized region extends from the top 
surface «, the bottom surface and is substantially surrounded by the a. leas, partuuly 
^etalized ue,d a!ong the least one side surface. R*hcr, as previously s«ed above, 
Boyce discloses a bone-derived sheet 21 having a Mly or partially denunerahzed outer 

eas^a rualiy demineralized «eid and a. leas, one minted region wherein the - leas, one 
m^lizedU -ends from *e ,o P surface ,o *. bottom surface and ****** 
surrounded bythe at leas, pardally demineralized field along the leas, one std. surface. 

"9- NVJO. I3J0725.1 

PAGE 11/13' RCVD AT 6/2512004 5:25:04 PM [Eastern Daylight Time] ' SVR:USPTO-EFXRMI0 * DNIS:8729308 * CS1D:+2127557306 * DURATION (mn>ss):03-56 



Therefore, it is respectfully submitted that the cited prior art does not disclose, teach, or 
suggest all of the limitations of independent claim 37. Thus, it is respectfully submitted that 
independent claim 37 is allowable over the cited prior art. Withdrawal of this rejection and 
allowance of independent claim 37 is therefore respectfully requested. 

Independ ent Claim 38 

******* data 38 has been rejected under U.S.C. §103(3) as being unpatentable 
over Boyee in view of Grooms. Independent claim 38, as amended, recites, /nrer «:.«, a bone 
sheet for implantation, sheet having, top surface, a bottom surface, and 
surfaces the sheet further comprising a flexible and at least partially deminenuized field; at 
leas, one mineralized region having a mineralized top surface, a mineralized bottom surface, 
md a. leas, one mineralized side surface, wherein the mineralized region extends from the 
top surface to the bottom surfrce and the mineralized side surface is subtly surrounded 
by the a, least pardally denunerahzed field. It is respecrfuUy submitted, *ar Boyoe does no. 
dLlose, teach, or surest » bone sheet having a top surface and a bottom surface, the sheet 
further comprising a ,le*,ble and * leas, partially d^nerdized field and at ieast one 

surface to me bottom surface and Ore minerahzed side surface is substannally surrounded by 
*. a. leas, partially deminerahzed M d. Rather, as previously stt«ed, Boyce dolose* a 

or encapsulating a nondemineralized or parttal.y demincralized com 22. ^ .s absolu* 
n „ dilsure. teaching, or sugges.cn of a bone shee. having a U. and a. .... pamally 
deminemlized field and a. least one minerahzed region, wherein thennnerahzed re*on 
oxtond, from the top surface to .he bottom surface and the mineralized s,de surface ,s 
substantially surrounded by me a, leas, partially demincralized field. 

Furthermore, i, is respectfully submitted that Grooms does no. reefy the 
shortcomings of Boyce. More specify Grooms also does no, teach, disc ose, or suggest a 
Z sheet faving a flexible and a. leas, partiaUy demineraUzed field and « leas, one 

bo «om surface and me mineralized side surface is substannally surrounded by the a. lea* 
partially deminerahzed field. Ramer. as previously *a.ed, Orooms discloses an unplan, 
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havmg at least one rigid, mineralized bone segment which fa adjacent to and which 
transitions into a flexible, demineralized section. 

Therefore, it is respectfully submitted that neither Boyce or Grooms, either alone or m 
combination, discloses, teaches, or suggests ail of *e limitations of independent claun 38. 
Thus it is respectfully submitted that independent claim 38 i. allowable over the cned pnor 
an. Withdrawal of this rejection and allowance of independent claim 38 is therefore 

1 -13 and 25-38 are now in condition for allowance, and the Examiner is respectfully 
jested toreconsider this applicaUc. wim a view towards allowance. The B« 
invited to call the undersigned attorney a r 212-326-7883, ifa telephone call could help 

resolve any remaining issues. 

Respectfully submitted, ^ 

June 25, 2004 m Sy: ffli&pc Molaio (Reg. No.) 

35340 

for: Brian M^Rothery (Reg. No.) 

JONES DAY 

222 East 41st Street 

New York, New York 10017 

(212) 326-3939 
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